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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )K Responsive to communication(s) filed on 26 April 2004 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-21 is/are pending in the application. 

4a) Of the above claim(s) 9-18 and 21 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) I3 Claim(s) 1-8, 19 and 20 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) £3 Notice of References Cited (PTO-892) 4) O Interview Summary (PTO-413) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) ^ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 ) D Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date 2/24/04 &&Gm . V - ZC - e / ^ , 6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 7-05) 



Office Action Summary 



Part of Paper No./Mail Date 20050906 
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DETAILED ACTION 

Claims 1-21 are pending. 

Information Disclosure Statement 

Receipt of the Information Disclosure Statement filed 02/24/04 and 04/26/04 
respectively is acknowledged and has been entered into the file. Attached are the 
signed copies of the 1449. 

Election/Restrictions 
Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-8 and 19-20 are, drawn to compounds and compositions of 
structural formulae (I), (II), (III), (IV), (V), (VI) and (VII) classified in class 
514, 544, 546, 548, 562 in various subclasses. 

II. Claims 9-18 and 21 are, drawn to uses employing compounds of structural 
formulae (I), (II), (III), (IV), (V), (VI) and (VII) classified in class 514, in 
various subclasses. 

1 . In addition to an election of one of the above groups, applicants must 
further elect a single disclosed species within elected group. 

Inventions I and II are related as product and process of use. The inventions 
can be shown to be distinct if either or both of the following can be shown: (1) the 
process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product (MPEP § 806.05(h)). In the instant case the product as 
claimed can be used in a materially different process such as shown in U.S.Patent 
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number 6,838,483 which discloses the use of an arylsulsonamide for treating 
osteoarthritis, periodontal disease, restenosis etc. Furthermore, the method of use 
claimed would raise different patentability issues at the very least 112, issues regarding 
the sole reliance on methionine aminopeptidase-2-inhibitory (MetAP2) activity as a 
reasonable predicator of in vivo treatment for various cancers. 

Additionally, Group II is drawn to multiple uses employing compounds of 

structural formulae (I), (II), (III), (IV), (V), (VI) and (VII) having various R1, 
R2, R3, R4, R5 and R6 groups. Consequently, a reference anticipating 
one group will not necessarily render another group(s) obvious. Each 
group requires a separate search in the art and is capable of supporting 
separate patents. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

During a telephone conversation with Gregory Steele on 08/1 1/05 a provisional 
election was made with traverse to prosecute the invention of Group I, claims 1-8 and 
19-20, species of Example I, 5-ethyl-2-[(phenylsulfonyl)amino]benzoic acid. Affirmation 
of this election must be made by applicant in replying to this Office action. Claims 9-18 
and 21 are withdrawn from further consideration by the examiner, 37 CFR 1 .142(b), as 
being drawn to a non-elected invention. 
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Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 



Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-8 and 19-20 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Jozefiak et al., (U.S.Patent Application number 2004/00191 13. 

Applicants claim compounds and compositions of structural formulae (I), (II) and 



(III). 
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Jozefiak et al., discloses for example 2-[(4'-chloro-3'-nitrophenyl)sulfonyl]amino 
benzoic acid compounds and composition, which anticipates the instant invention. See 
Examples 19, 20, 21 , 23, 24 and Table I, replete with anticipatory compounds. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims1-83 and 19 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Frick et al., (U.S.Patent number 3,162,684). 

Applicants claim compounds and compositions of structural formulae (I), (II) and (III). 
Frick et al., discloses 2-methane sulfophonamido-5-chlorobenzoic acid compound and 
composition, which anticipates the instant claims. 

In addition to the above reference, the following references from CAS online provided 
by applicants discloses anticipatory compounds. 

Claims1-8 and 19-20 are rejected under 35 U.S.C. 102(b) as being anticipated by 

1 . XP-002271726, Bull. Chem. Soc. JPn 40:2844-2847 (1967), 2- 
benzenesulfonylamino-cyclopentanecarboxylic acid. 

2. XP-002271727, J. Chem. Soc. Perkin Trans. 1 1602-1605, (1973), 3-(4-chloro- 
benzenesulfonylamino)-1-methyl-1 H-indole-2-carboxylic acid. 
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3. XP-002271 728, Synthesis, 4:280-282 (1989), Benzo [b] thiophene-2-carboxylic acid, 

3- [[[(1-methylethyl)amino]sulfonyl]amino]. 

4. XP-002271 729, Chem. Ber. 76:1 28-1 34 (1 943), 2-benzenesulfonylamino-nicotinic 
acid and 1-benzenesulfonyl-1H-pyrrolo[2,3-b]pyridine. 

5. XP-002271 730, J. Am. Chem. Soc. 67:171 1 (1945), 3-(4-amino- 
benzenesulfonylamino)-pyrazine-2-carboxylic acid. 

6. XP-002271 731 , Nippon Kagaku Kaishi 723-727 (1 978), 1 -[methyl-(toluene-4- 
sulfonyl)-amino]-naphthalene-2-carboxylic acid. 

7. XP-002271 732, J. Chem. Soc. 961-966 (1950), 3-(toluene-4-sulfonylamino)- 
naphthalene-2-carboxylic acid; 4-bromo-3-(toluene-4-sulfonylamino)-napthylene-2- 
carboxylic acid; 4-nitro-3-(toluene-4-sulfonylamino)-naphthalene-2-carboxylic acid. 

8. XP-002271 739, Chem. Heterocycl. Compd. 8:1212-1215 (1972), 4-nitro-2-(toluene- 

4- sulfonylamino)-benzoic acid and 5-methoxy-2-(toluene-4-sulfonylamino)-benzoic acid. 

9. XP-002271 742, J. Chem. Soc. Perkin Trans. I 2313-2318 (1973), 2-(toluene-4- 
sulfonylamino)-cyclohexanecarboxylic acid. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to E. Sackey whose telephone number is (571 ) 272-0704. 
The examiner can normally be reached on Monday-Friday from 7:30 am to 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph K. McKane, can be reached on (571 ) 272-0699. The fax phone 
number for this Group is (571) 273-8300. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group receptionist whose telephone number is 



(571)272-1600. 
EOS 

September 14, 2005 



id 



Joseph K. McKane 
>upervisory Patent Examiner 
Art Unit 1626, Group 1600 
Technology Center 1 



